PATENT 

Application No.: 10/680,934 
Attorney Docket No. 3806.0578-00000 



REMARKS 

Reconsideration of this application is respectfully requested. 

A. Status of the Claims 

By the amendment herein, claims 1,21, 29, and 48 are amended, and claim 5 is 
canceled. The amendment to claim 1 incorporates the limitation of canceled dependent 
claim 5. The amendment of claim 21 incorporates material from claim 13, and deletes 
the dependency of claim 21 from claim 13. The amendment to claim 29 corrects an 
obvious clerical error in the text of the claim as filed. The amendment to claim 48 
deletes the recitation of prevention from the claims. All of the claim amendments are 
supported by the application as filed, such as by the claims as filed, and do not 
introduce new matter. 

B. The Claims Are in Proper Form 

Claims 21-45 and 53 were objected to as being in an improper multiple- 
dependent form. Applicants have amended claim 21 to delete its dependency on claim 
1 3. Applicants submit that the claims as amended are in proper form and request that 
claims 21-45 and 53 be examined. 

C. Claim 48 is Enabled 

Claim 48 was rejected because of the Examiner's concern that the specification 
did not enable the claim as to prevention of the recited conditions. (Office Action at 
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pages 2-6.) Applicants have amended the claim to remove the recitation of prevention. 
As amended, the claim recites treatment. The Examiner indicated that the claim was 
enabled as to that subject matter. Thus, the rejection of claim 48 is moot and 
Applicants submit that the rejection should be withdrawn. 

D. There is no Double Patenting 

Claims 1,2, 5-13, 17, 18, and 49-52 were rejected on the ground of non-statutory 
obviousness-type double patenting overclaims 1-8, 14, 15, 21, 22, 27, 39, 40, 44-49, 
51-56, and 60-67 of U.S. Patent No. 6,969,705 ("the 705 patenf ). (Office Action at 6- 
8.) As issued, claim 1 of the 705 patent recites a composition with an anti-Xa activity of 
1 1 0.to 1 60 lU/mg. Applicants filed a Request for Certificate of Correction on March 8, 
2006, in which they stated that the correct range is 1 10 to 150 lU/mg, and that the error 
in the patent as issued is on the part of the Office. The Certificate of Correction is 
present in the electronic file history of the 705 patent on PAIR. That file history also 
reflects that the erroneous reference to "160" in the issued claims occurred as an error 
on the part of the Office and that, therefore, Applicants are entitled to issuance of the 
Certificate of Correction they have requested. To date, Applicants have not received a 
Certificate of Correction in response to their Request. 

The corrected anti-Xa range of the compositions of claim 1 of the 705 patent is 
1 10 to 150 lU/mg whereas the anti-Xa range of the compositions recited in the pending 
claims is between 150 lU/mg and 200 lU/mg. Applicants submit that the compositions 
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claimed in the instant application are not obvious over the different compositions 
claimed in the 705 patent. Accordingly, this rejection should be withdrawn. 

E. The Claims Are Not Anticipated bv the 705 Patent 

Claims 1-16 and 46-52 stand rejected under 35 U.S.C. § 102(e) as allegedly 
anticipated by the 705 patent. (Office Action at pages 8-9.) In support of this rejection 
the Examiner makes reference to alleged disclosure in the 705 patent of compositions 
with an anti-Xa activity of 1 10-160 lU/mg. Applicants respectfully submit that the 
Examiner appears to have identified that alleged disclosure in the claims of the 705 
patent. However, the claims of a patent are not part of its disclosure when it is 
considered as a prior art reference under § 102(e). In re Benno, 768 F.2d 1340, 1346, 
226 U.S.P.Q. 683 (Fed. Cir. 1985). In any event, the recitation of 160 lU/mg is an error 
that will be corrected when the Office issues a Certificate of Correction, to which 
Applicants are entitled, as described above. 

Applicants submit that the 705 patent instead discloses compositions having an 
anti-Xa activity of 90-150 lU/mg. Those compositions are clearly different than the 
compositions claimed in the pending claims of this application, which recite an anti-Xa 
activity of between 150 lU/mg and 200 lU/mg. Consequently, the 705 patent does not 
disclose every element of the compositions claimed in this application, nor even fairly 
suggest the claimed compositions. Therefore, the pending claims of this application are 
novel and non-obvious over the 705 patent and the rejection should be withdrawn. 
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F. Conclusion 

In view of the foregoing amendments and remarks, Applicants respectfully 
request reconsideration and reexamination of this application and the timely allowance 
of the pending claims. 

Please grant any extensions of time required to enter this response and charge 

any additional required fees to our Deposit Account No. 06-0916. 

Respectfully submitted, 

FINNEGAN, HENDERSON, FARABOW, 
GARRETT & DUNNER, LLP. 



Dated: November 9, 2006 By:. 



Lauren L. Stevens 
Reg. No. 36,691 
Tel: 650-849-6614 

E-mail: lauren.stevens@finnegan.com 
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